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DETAILED ACTION 

1 . Applicant's submission, filed November 13, 2008, has been carefully considered. 
Examiner has maintained some of the prior art rejections set forth in the previous Office 
Action, but has also added new prior art rejections. Examiner has also added new 
rejections under 35 U.S.C. 112. Therefore, this Office Action has not been made final. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites both a "bulge/convex polygon outline" and a "rib." As understood 
by the examiner, the "bulge/convex polygon outline" and the "rib" both refer to the same 
thing (Fig. 2b has 13 and 14 pointing to the same part of the bit). However, the claim 
must be amended to make it clear that the rib and the outline are, in fact, the same 
thing. 

Appropriate clarification and correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1 , 2, and 5-7 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Huber(US 2006/0118341). 

With regard to claim 1, Huber discloses a drilling tool (1), especially for 
percussion drilling, which comprises a cutting element (2) that is configured as a plate 
or head and that has at least one cutting edge (3) defined by a cutting face (5) and a 
free face (7), wherein the cutting edge is associated with a first free face section (see 
Figure 1 below) which lies in a cutting plane and is limited by a convex bulge or a 
convex polygon outline (see Figure 1 below), and wherein the vertical height of a rib 
(see Figure 1 below) defined by the first free face section and an associated first cutting 
face section appears to range from .1 mm to 1 .0 mm. Note that, with respect to the 
above rejection under 35 U.S.C. 112, the claims are being examined as best 
understood by the examiner. 

With regard to claim 2, the height of the rib appears to range from .1 mm to .5 

mm. 

With regard to claim 5, a second free face section follows the first free face 
section (see Exhibit A). 

With regard to claim 6, Huber discloses a second free face section (see Exhibit 

A). 
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With regard to claim 7, an extension (see "V" in Exhibit A) extends in a direction 
of rotation (see "d" in Exhibit A) of the drilling tool through the cutting element below the 
cutting edge. 

6. Claims 1, 2, and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Dunnetal. (US 6,595,305). 

With regard to claim 1, Dunn discloses a drilling tool (150) for percussion drilling, 
which comprises a cutting element (162) that is configured as a plate or head and that 
has at least one cutting edge (184) defined by a cutting face (174) and a free face (160), 
wherein the cutting edge is associated with a first free face section (see Figure 1 below) 
which lies in a cutting plane, wherein the cuttinq plane (CP) is cut at a right angle to the 
cutting edge and is limited by a convex bulge (see Figure 2 below) or a convex polygon 
outline, and wherein the vertical height (H) of a rib (see Figure 2 below) defined by the 
first free face section and an associated first cutting face section (see Figure 2 below) 
ranges from 0.1 mm to 1 .0 mm. 

With regard to the ranges in both claims 1 and 2, the size of the rib falls within 
the claimed range, as the rib is only defined by a first free face section and an 
associated first cutting face section, and examiner can assign where the first free face 
begins in Dunn. Therefore, the first free face begins 0.5 mm below the cutting edge. 

With regard to claims 5 and 6, Dunn discloses a second free face section and a 
second cutting face section (see Figure 2 below). 
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With regard to claim 7, an extension (see "V" in Figure 2 below) of the second 
free face section extends in a direction of rotation of the drilling tool through the cutting 
element below the cutting edge. 




Fig. 4 Fig. 5 

Figure 1 - Huber as it relates to the claimed invention. 
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Allowable Subject Matter 

7. Claims 3 and 4 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

8. Applicant's arguments filed November 13, 2008 have been fully considered but 
they are not persuasive. Applicant has argued that Huber discloses a chisel face and a 
rake face, rather than a cutting face and a free face, respectively. Examiner respectfully 
traverses this argument, since the claims do not describe the cutting face and the free 
face well enough to preclude Huber from reading on them. All the claim requires is a 
cutting edge, a cutting face, and a free face. Almost any drill bit cutting plate comprises 
these structural elements, since a plate necessarily has a cutting edge that must be 
bound by two faces on either side of it. Whether Huber calls these faces "chisel faces" 
or "rake faces" is immaterial. Figure 3 of Huber shows a top view of the cutting plate. 
According to examiner's understanding, to the left of plane A-A, the portion above the 
cutting edge (4) can broadly be considered a "free face" and what is below the cutting 
edge (4) can broadly be considered a "cutting face." 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT E. FULLER whose telephone number is 
(571)272-0419. The examiner can normally be reached on Monday thru Friday from 
8:00 AM -5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer H. Gay can be reached on 571-272-7029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Shane Bomar/ 

Primary Examiner, Art Unit 3676 

02/02/2009 
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